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U.S. Patent No. 6,911,989 Bl PATENT 
IN THE UNITED STATES PATENT AND TRADEMARK. OFFICE 

In re Patent Application of: 

Peyman Hojabri 

PatentNo.: 6,911,989 
Application No.: 10/622,613 

Issued: June 28, 2005 
Filed: July 18,2003 

For HALFTONE CONTROLLER 
CIRCUITRY FOR VIDEO 
SIGNAL DURING ON-SCREEN- 
DISPLAY (OSD) WINDOW 

Mail Stop Patent Ext Via Facsimile 571-273-8300 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

08/31/2005 HDENESS2 00000019 220259 6911969 
01 FC:1455 200.00 DA 

Sin 

This Petition, submitted pursuant to 37 C.F.R. § 1 /705(d), seeks coirection 
of the patent term adjustment of 1 1 days indicated in U.S. Patent No. 6,91 1,989 Bl 
("the *989 Patent"). It is respectfully requested that Assignee be afforded a patent 
term adjustment of 13 1 days. 

In accordance with Rule 1.705(d): 

1 . The notice of allowance indicates a patent tenn adjustment of 1 3 1 
days and was subsequently revised prior to issuance. 

2. This request for reconsideration of the patent term adjustment is 
respectfully filed within two months of the date the 4 989 Patent 
issued. 

3. Assignee submits herewith the fee ($200) set forth in 37 CJF.R- 
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U.S. Patent No. 6,911,989 Bl PATENT 

§ 1.18(e) as required by 37 C.F.R. §§ 1.705(d) and 1.705(b)(1). 

4. Assignee submits herewith a statement of the facts as required by 
37. C.F.R. §§ 1 .705(d) and 1.705(b)(2) including statements 
indicating that: 

a) the correct patent term adjustment is 1 3 1 days, the basis for the 

adjustment under § 1.702, the relevant dates as specified in 
§§ 1.703(a>(e) and the adjustment as specified in § 1 -703(f); 

b) the patent is not subject to a terminal disclaimer, and 

c) there are no circumstances during prosecution of the application 
resulting in the patent that constitute a failure to engage in 
reasonable efforts to conclude processing or examination of such 
application as set forth in § 1.704. 

5. This request for reconsideration does not raise issues that were 
raised or could have been raised in an application for patent term 
adjustment under 37 C.F.R. § 1 .705(b) because the patent term 
adjustment indicated in the notice of allowance is proper, and 
should not have been revised prior to issuance. 

REQUEST FOR RECONSIDERATION UNDER 37 C.F.R. § 1.705(d) 

A. Statement of the Facts 
Assignee respectfully submits that the correct patent term adjustment is 131 
days and requests correction of the erroneous term printed in the '989 Patent. In 
support, Assignee has included in this petition a copy of: (1) the "Patent Term 
Adjustment History" printed from PAIR f "PTA History" ^: (2) the stamped return 
postcard and the seventeen sheets of formal drawings filed on September 9, 2003 
( "2003 Drawings" ): (3) the Notice of Allowance mailed January 27, 2005 ("Notice 
of Allowance" ); and (4) the stamped return postcard and the seventeen 
replacements sheets of formal drawings filed on February 25, 2005 ("200$ 
Replacement Drawings" ). 

CHICAGO/81410309,1 2 
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U.S. Patent No. 6,911 ,989 Bl PATENT 

t §§ 1. 703 Delays Attributable to the Patent Office 
Assignee respectfully submits that the basis for adjustment under Patent 
Rule 1 .702 is the failure of the Office to "[m]ail at least one of a notification under 
35 U.S.C. [§] 132 or a notice of allowance under 353 U.S.C. [§] 151 not later than 
fourteen months after the date on which the application was filed under 35 U.S.C. 
[§] 111(a) .. . 37 C.F.R. § 1.702(a)(1) (2004). As indicated by the attached 
documents, Assignee filed the application (which later matured into the '989 
Patent) under 35 U.S.C. § 111(a) onJuly 18,2003. More than fourteen months 
later, the Patent Office ( "Office" ) first responded to Assignee's July 1 8, 2003 filing 
in the January 27, 2005 Notice of Allowance. 

As a result, the period of adjustment under Rule 1.702(a) is the sum of 
''[tine number of days ... in the period beginning on the day after the date that is 
fourteen months after the date on which the application was filed under 35 U.S.C. 
(§] 1 1 1(a) . . . and ending on the date of mailing of either an action under 35 U.S.C. 
[§] 132, or a notice of allowance under 35 U.S.C. [§] 151, whichever occurs first." 
37 CF.R. § 1.703(aXl). September 19, 2004 is day after the date that is fourteen 
months after the application was filed. The Notice of Allowance, flie first response 
from the Office, was mailed on January 27, 2005. Therefore, the proper period of 
adjustment is the sum of the days beginning on September 19, 2004 and ending on 
January 27, 2005. The period of adjustment under 37 CF.R- § 1.702 is 131 days. 
Because there are no overlapping grounds for adjustment under 37 C.F.R. § 703, 
Patent Rule 1.703(f) is not applicable. 

z7. § L 704 Delays Attributable to the Assignee 
Although Assignee respectfully submits that there are no circumstances 
during prosecution of the application resulting in the patent that constitute a failure 
to engage in reasonable efforts to conclude processing or examination of such 
application as set forth in § 1.704, Assignee acknowledges that the PTA History 
indicates a 120 day delay attributable to Assignee. It appears that the Office relied 
on 37 C.F.R. § 1.704(c)(10) in basing its determination. 

CHXCW3O/#141030*.l 3 
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U.S. Patent No. 6,911,989 Bl PATENT 

As illustrated in the 2003 Drawings, Figures 1 and 2, representative of prior 
ait, were labeled "Fig. 1" and 'Tig. 2", respectively. (2003 Drawings). However, 
in the Notice of Allowance, the Office required Assignee to "label figures 1 and 2 

as 'Prior Art' . - . [i]n order to avoid abandonment of the application " The 

Notice of Allowance further noted that 'the drawings figures [sic] filed 7/18/2003 
are not in formality for printing (i.e., they are informal)." (Notice of Allowance 
If 2)- 

In order to avoid abandonment of the application and, therefore, to further 
prosecution, Assignee complied with the Notice of Allowance even though no 
provision of the Patent Act or Code of Federal Regulations requires the action 
requested in the Notice of Allowance. See37C.F.R. §§1.81-1.84. On February 
25, 2005, Assignee filed the 2005 Replacement Drawings which replaced the labels 
of Figures 1 and 2 with "Fig. 1 (Prior Ait)" and "Fig. 2 (Prior Art)." (2005 
Replacement Drawings). No other changes to the drawings were made in this 
amendment Id. 

Because Assignee submitted the 2005 Replacement Drawings after the 
Notice of Allowance, the Office penalized Assignee under 37 C.F.R. 
§ 1.704(cX10) which states that a "[submission of an amendment under § 1.312 or 
other paper after a notice of allowance has been given or mailed" is a 
"circumstance that constitute^] a failure of the applicant to engage in reasonable 
efforts to conclude processing or examination of an application " Applying 37 
C.F.R. §§ 1.704(c)(10)(i-ii), four months is shorter than the period of time 
"beginning on the date the amendment under § 1 .3 1 2 or other paper was filed 
[February, 25, 2005] and ending on the mailing date of the Office action or notice 
in response to the amendment under § 1 .3 12 or such other paper [June 28, 2005]." 
Therefore, the Office reduced the period of adjustment set forth in § L703 by 120 
days. The patent term adjustment was reduced from 131 days to 1 1 days. 

Hi. Terminal Disclaimer Status & Non-applicability of § L 705(b) 

Assignee respectfully submits that no terminal disclaimer was filed in the 
present case. Additionally, Assignee submits that this request for reconsideration 

CHICAGO/#1410309.1 4 
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U.S. Patent No. 6,911,989 Bl PATENT 

could not have been raised under 37 C.F.R. § 1.705(b). Rule 1 .705(b) applies only 
to a '"request for reconsideration of the patent term adjustment indicated in the 
notice of allowance . . . [and] must be filed no later than the payment of the issue 

fee " 37 C.F.R. § 1.705(b). Because the Notice of Allowance indicated the 

proper patent term adjustment of 13 1 days and because die alleged 120 day delay 
occurred after the Notice of Allowance, Assignee had no access to Rule 1.705(b) 
B. Request for Reconsideration under g 1 .705fd> 

Assignee respectfully submits that the proper patent term adjustment is 1 3 1 
days. Assignee should not receive a reduced period of adjustment under Rule 
1 .704 because Assignee merely complied with the Notice of Allowance in an 
attempt to further prosecution even though Assignee was under no obligation to 
comply with the Office's demand for replacement drawings. Furthermore, because 
any response to the Notice of Allowance contesting the request would have also 
triggered the application of 37 C.F.R. § 1.704(c)(10), Assignee acted with the best 
interest of concluding prosecution by complying with the Notice of Allowance. 

As set forth in the fact section above, neither the Patent Act nor the Code of 
Federal Regulations requires patent applicants to label prior art drawings with the 
words "prior art." Therefore, Assignee respectfully submits that the Notice of 
Allowance improperly requested Assignee to submit replacement drawings. 
Furthermore, Assignee notes that the Office's characterization of the 2003 
Drawings as "informal" in the Notice of Allowance was further in error. 

As indicated above, Assignee properly filed formal drawings in 
conformance with 37 C.F.R. §§ 1 .81-1.84 and was nonetheless confronted with the 
Notice of Allowance that subjectively requested an additional submission in order 
to make the drawings formal for printing. In order to avoid abandonment and, 
therefore, to further prosecution, Assignee complied with the Notice of Allowance 
even though it lacked any basis in law. It appears inconsistent for the Office to 
improperly request replacement drawings and then subsequently penalize Assignee 
for compliance therewith where the submission of the 2005 Replacement Drawings 
was motivated by the sole desire to conclude examination. 

CHICAGO/#1410309.1 5 
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U.S. PatentNo. 6,911,989 Bl PATENT 

Moreover, the only plausible interpretation of Patent Rule 1.704(cXlQ) that 
supports the Office's determination of the 120 day delay is one defined by an 
overly strict rule of construction. That is, only a strict and literal reading of the 
rule lends itself to penalizing Assignee in the present matter. However, official 
Office literature suggests that Rule L704(c)(10) should be construed fairly to 
promote justice. For instance, in the Official Gazette published June 26, 2001, the 
Office specifically noted that not all papers "filed after a notice of allowance cause 
substantial interference and delay in the patent issue process." Nicholas P. Godici, 
Clarification of 37 C.F.R. L 704(c)(10) - Reduction of Patent Term Adjustment for 
Certain Types of Papers Filed After a Notice of Allowance has been Mailed, OG 
26 June 2001 1(2(2001), 

http://ww.uspto.gov/web/offices/com/sol/og/200 l/week26/patcfr 1 .htm To 
illustrate this policy, the Office noted that certain papers, such as the filing of a 
response to the examiner's reasons for allowance and letters indicating a power of 
attorney, "do not cause substantial interference and delay in the patent issue 
process." Id. at H 3. In contrast, requests for refund, status letters, and unsolicited 
or required drawings do delay the prosecution phase and result in a delay 
attributable to the applicant Id, at U 4. 

While the present scenario is not addressed in the Official Gazette 
published June 26, 2001, the literature interpreting Rule 1 .704(c)(10) supports 
Assignee's contention that only those submissions that substantially delay 
prosecution should result in a reduction of patent term adjustment. As indicated 
above, the 2005 Replacement Drawings were neither required by law nor 
submitted pursuant to Assignee's own volition. In contrast, the Office arbitrarily 
required a cosmetic amendment for approval of Assignee's drawings. It can hardly 
be said that compliance with such a request in an attempt to complete examination 
is an unreasonable failure by Assignee to further prosecution. 

Additionally, Assignee respectfully notes that the Notice of Allowance 
improperly and unfairly placed Assignee in a situation wherein any communication 
with the Office in response to the request contained therein would result in a delay 

CHICAGO/ttl4l0309.1 6 
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under a strict interpretation of 37 CF.R. § 1 .704(c)(10). For instance and as 
illustrated above, the mere compliance with the request would and did result in a 
delay under the Rule. However, a letter questioning the Office's authority to 
request for replacement drawings would be classified as an "other paper" submitted 
after notice of allowance and result in a delay for similar reasons. Assignee chose 
to provide the Office with the cosmetic amendment instead of contesting its 
authority to require the 2005 Replacement Drawings. Surely, Assignee took the 
route that most clearly advanced prosecution. Because any action by the Assignee 
would trigger the application of the rule and because the request was without a 
basis in law, Assignee should not be penalized for choosing the lesser of two evils 
in an attempt to expedite the patent issue process. 

In summary, the Assignee merely complied with the Notice of Allowance 
even though it lacked any basis in law. Because Rule 1.704(c)(l0) should be 
liberally construed to promote equity, Assignee's actions must be considered 
reasonable efforts to conclude prosecution. Moreover, any alternative option 
available to Assignee would similarly and unfairly result in a delay under 37 
CF.R. § 1.704(c)(10). As a result of the foregoing, Assignee respectfully requests 
reconsideration of the patent term adjustment as indicated in the issued patent 
Specifically, Assignee requests that the patent term adjustment properly account 
for the 131 days of administrative delay by the Office. 
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Please charge the cost of the fee ($200) to the PTO deposit account of 
Vedder, Price, Kaufinan & Kammholz, P.C., account number 22-0259. 



Attorney for Assignee 
222N.LaSalle St 
Chicago, IL 60601 
Telephone: 312-609-7500 
Facsimile: 312-609-5005 
Customer No. 23418 
Atty. Docket: P05619 
(11461.00.0175) 



Respectfully submitted, 



Date: August 29, 2005 




Mark A. Dalla Valle 
Reg. No. 34,147 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Group Art Unit: N/A 



PATENT 

RECEIVED 

CENTRAL FAX CENTER 

AUG 2 9 2005 



In re Patent Application of 

PEYMAN HOJABPJ 

Application No. 10/622,613 

Filed: July 18, 2003 

For: HALFTONE CONTROLLER 

CIRCUITRY FOR VIDEO SIGNAL 
DURING ON-SCREEN-DISPLAY 
(OSD) WINDOW 



TRANSMITTAL OF FORMAL 
DRAWINGS 



Vedder, Price, Kaufman & 
Kammholz, P.C. 
222 North LaSalle Street 
Chicago, Dlinois 60601 
(312) 609-7500 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 223 13-1450 



Sin 

Enclosed are seventeen (17) sheets of formal drawings for filing in die above- 
referenced case. 

The Commissioner is hereby authorized to charge payment of any additional fees 
associated with this communication or credit any overpayment to Deposit Account No. 22- 
0259. A dmdic»te gftpv Ibis shM * ™ enclosed for this purpose 

Respectfully submitted, 
VEDDER, PRICE, KAUFMAN & KAMMHOLZ, P.C. 



Dated: September 5, 2003 B 

Reg. No. 34,147 
Attorney for Applicants) 

Atty. Docket No: P05619 (11461.00.0175) 
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- The MAILING DATE of this communication appears on the cover sheet with tha correspondence addrass- 
AII claims being allowable. PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not Included 
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS 
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application Is subject to withdrawal from issue at the initiative 
of the Office or upon petition by the applicant See 37 CFR 1.313 and MPEP 1308. 

1 . H This communication is responsive to 7/1E/20O3 . 

2. S The allowed claim(s) Is/are 12-23 . 

3. D The drawings filed on are accepted by the Bcamlner. 

4. □ Acknowledgment is made of a claim for foreign priority under 35 U,S,C. § 1 1 9(aHd) or (f). 

a) □ All b) □ Some* c) □ None of the: 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 



3. □ Copies of the certified copies of the priority documents have been received in this national stage application from the 
International Bureau (PCT Rule 17.2(a)). 
* Certified copies not received: . 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements 
noted below. Faflure to timely comply will result in ABANDONMENT, of this application. 
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE. 

5. □ A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 

INFORMAL PATENT APPLICATION (PTO-1 52) which gives reason(s) why the oath or declaration is deficient 

6. H CORRECTED DRAWINGS ( as "replacement sheets") must be submitted, 

(a) □ including changes required by the Notice of Draftsperson's Patent Drawing Review ( PTO-948) attached 

1) □ hereto or 2) □ to Paper NoVMail Date p 

(b) H including changes required by the attached Examiner's Amendment / Comment or in the Office action of 

Paper NoVMail Date 4 

Identifying indicia such as the application number (see 97 CFR 1.84(e)) should be written on the drawings in the front (not the bach) of 
each sheet. Replacement sfieet(sj should be labeled as such in the header according to 37 CFR 1.121(d). 

7. □ DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL most be submitted. Note the 

attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSrr OF BIOLOGICAL MATERIAL 



Attachments) 

1 . H Notice of References Cited (PTO-892) 5. □ Notice of Informal Patent Application (PTO-1 52) 

2. □ Notice of Draftperson's Patent Drawing Review (PTO-948) 6.Q Interview Summary (PTO-413), 

Paper No JMafl Date . 

3. H Information Disclosure Statements (PTO-1449 or PTO/SB/OB), 7. □ Examiner's Amendment/Comment 

Paper NoVMail Date 3 

4. □ Examiner's Comment Regarding Requirement for Deposit 8. H Examiners Statement of Reasons for Allowance 

of Biological Material 9. □ Other . 
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Art Unit 2676 

DETAILED ACTION 

Claims 1-23 are pending in the application. Claims 1-1 1 are canceled by 
Examiner's amendment. Thus, claims 12-23 are presented for examination. 

EXAMINER'S AMENDMENT 

1. An examiner's amendment to the record appears below. Should the changes 
and/or additions be unacceptable to applicant, an amendment may be filed as provided 
by 37 CFR 1.312. To ensure consideration of such an amendment, it MUST be 
submitted no later than the payment of the issue fee. 

Authorization for this examiner's amendment was given in a telephone interview 
with Mark A, Dalla Valle on January 1 9, 2005. 
The application has been amended as follows: 
Please delete claims 1 -1 1 without disclaimer. 

Drawings 

2. The following changes to the drawings have been approved by the examiner and 
agreed upon by applicant: please label figures 1 and 2 as "Prior Art". In order to avoid 
abandonment of the application, applicant must make these above agreed upon 
drawing changes. 

New conrected drawings in compliance with 37 CFR 1.121 (d) are required in this 
application because the drawings figures filed 7/18/2003 are not in formality for printing 
(i.e., they are informal). Applicant is advised to employ the services of a competent 



PAGE 34^9 f RCVD AT 929/2005 3:44:03 PM (Eastern DayOght rone] * SVRiUSPTO-EFXRF-6/25 ' DNIS:2738300 * CS(D:312 609 5005 f DURATION (mm^s):1048 



08/29/2005 14:45 FAX 312 609 5005 



VEDDER PRICE KAUFMAN 



@ 035 



Application/Control Number: 10/622,613 



Page 3 



Art Unit 2676 

patent draftsperson outside the Office, as the U.S. Patent and Trademark Office no 
longer prepares new drawings. The corrected drawings are required in reply to the 
Office action to avoid abandonment of the application. The requirement for corrected 
drawings will not be held in abeyance. 



Allowable Subject Matter 



3. 



Claims 12-23 are allowed over the prior art. 
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Reasons for Allowance 

4. The following is an examiner's statement of reasons for allowance: 

The present invention is directed to a digital video processing circuitry within which on- 
screen-display (OSD) information js inserted for display. The digital circuitry imparts 
halftone to that portion of a video image over which an OSD window superimposed., 

The conventional prior art teaches altering the contrast of video Image information in 
coincidence with the introduction of OSD window by implementing digital-to-analog 
converters (DACs) and analog signal mixers for altering the contrast of the video image 
information while introducing the OSD information during the OSD window. See at least 
fig. 2 and its description of the Applicant's admitted prior art. 

However, the prior art fail to teach: 

a control circuitry that responds to reception of a first reference signal, a halftone control 
signal, a plurality of contrast control signals and a damped video signal bv providing a 
first controlled signal with a contrast-controlled video component, wherein said halftone 
control signal includes first and second signal statuses corresponding to first and 
second contrast ranges, respectively, for said damped video signal, said plurality of 
contrast control signals includes a first portion corresponding to said first video signal 
contrast range and including, in successive adjacency, a first least significant bit (LSB) 
signal, at least one first intermediate significance bit (\SB) signal and a first most 
significant bit (MSB) signal, said contrast-control led video component responsive to 
said first and second halftone control signal statuses, corresponds to said first and 
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second video signal contrast ranges, respectively, and said second video signal 
contrast range is less than said first vjdeo signal contrast range , (in conjunction with a 
first signal combining circuit to combine OSD component; a second control circuitry 
coupled to the first signal combining circuitry; and a second signal combining circuitry 
coupled to the second control circuitry that responds to a second combining control 
signal). Accordingly, the limitations of claims 12-23 of the instant application are 
allowed over the prior art. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be dearly labeled "Comments on 
Statement of Reasons for Allowance." 

Conclusion 

Any response to this action should be mailed to: 

Box 

Commissioner of Patents and Trademarks 
Washington, DC 20231 

or faxed to: 

(703) 872-9306, (forformal communications; please mark "EXPEDITED 
PROCEDURE") 

On 
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(703) 308*5359 for informal or draft communications, please label "PROPOSED" 
or DRAFT") 

Hand-held delivered responses should be brought to Crystal Park II, 2121 Crystal Drive, 
Ariington, VA 6th floor (receptionist). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Wesner Sajous whose telephone number is (703) 308- 
5857. The examiner can also be reached on Mondays thru Thursdays and on alternate 
Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
Supervisor, Matthew Bella, can be reached at (703) 308-6829. The fax phone number 
for this group is (703) 308-6606. 
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